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 UPC (CoA) – BHAGAT V OERLIKON – DECISION ON DAMAGES AND COSTS
Bhagat Textile Engineers v Oerlikon Textile GmbH & Co. KG (UPC, Court of First Instance, Court of Appeal, UPC_CoA_8/2025) – decision on interim award of damages (moral prejudice) and costs
Dr. Michael Kobler, Bardehle Pagenberg, Munich
By decision of 9 December 2025, the Court of Appel rejected OERLIKON’s request for interim damages based on moral prejudice, partially setting aside the decision by the Milan Local Division, but rejected BHAGAT’s appeal on other points including their request to amend the Local Division’s cost decision. As indicated by the decision’s headlines, the Court of Appeal confirmed some important points regarding the award of damages pursuant to Art. 68 UPCA.
Headnotes
(i) Under Art. 68 (1) UPCA, the Court shall, at the request of the injured party, order the infringer who knowingly, or with reasonable grounds to know, engaged in a patent infringing activity, to pay the injured party damages appropriate to the harm actually suffered by that party as a result of the infringement.
(ii) Being an active stakeholder in the industry, the appellant was at least reasonably expected to monitor the patent landscape before exhibiting its product on the market and should have had reasonable grounds to know about the existence of the patent in dispute and the infringing nature of the attacked embodiment. Failing to do so was at least negligent, so that the provision of Art. 68(1) UPCA applies in the present situation.
(iii) When setting the damages, the Court shall take into account all appropriate aspects, such as the negative economic consequences, including lost profits, which the injured party has suffered, any unfair profits made by the infringer and, in appropriate cases, elements other than economic factors, such as the moral prejudice caused to the injured party by the infringement (Art. 68(3)(a) UPCA).
(iv) Respondent’s submissions on reputational damage mainly rely on general statements which is not sufficient to establish a reputational damage of respondent’s image due to the infringement of the attacked embodiment by offering it at a trade fair.
(v) None of the additional evidence supports the existence of moral prejudice caused to the respondent. It merely indicates that the appellant was present at a trade fair and explains the functioning of the attacked embodiment. It does, however, not provide information in relation to reputational harm suffered by the respondent.

Facts of the case and first instance decision
On 14 June 2023, the Milan Local Division ordered an ex parte preservation of evidence following OERLIKON’s corresponding application from the previous day based on their European patent with unitary effect EP 2 145 848 (hereinafter: “EP ‘848”) against BHAGAT, which were exhibiting a texturing machine potentially infringing EP ‘848 at the ITMA trade fair in Milan. 
On 4 November 2024, upon OERLIKON’s subsequent infringement action, the Local Division ordered an injunction against BHAGAT and awarded OERLIKON provisional damages in the amount of 15,000 EUR for reputational damages to OERLIKON. BHAGAT had not denied the infringement nor challenged the validity of EP ‘848 and had merely requested a stay of the proceedings in view of a parallel counterclaim for revocation regarding EP ‘848 and disputed their obligation to pay damages and costs.
BHAGAT appealed this first instance decision by the Milan Local Division.

Decision by the Court of Appeal
The Court of Appeal set aside the interim award of damages issued by the Court of First Instance and amended the value of the proceedings to the lowest range of the scale of ceilings for recoverable costs, i.e. up to 250,000 EUR. Apart from that, BHAGAT’s appeal was rejected. 
Award of damages (Art. 68 UPCA)
With regard to the damages, the Court first pointed to the distinction in Art. 68 UPCA “between situations in which the infringer knew or had reasonable grounds to know that he or she was engaging in a patent infringing activity (Art. 68(1) to (3) UPCA) and situations where the infringer did not knowingly, or with reasonable grounds to know, engage in the infringing activity (Art. 68(4) UPCA)”. This was relevant because OERLIKON did not bring evidence of negative economic consequences as a result of BHAGAT’s exhibition of the attacked product at the ITMA trade fair and, thus, had to rely on damages resulting from moral prejudice, which are only reimbursable pursuant to Art. 68(3) UPCA.
The Court then found that BHAGAT, as an active stakeholder in the industry, had reasonable grounds to know about their patent infringement in accordance with Art. 68(1) UPCA, because they were “at least expected to monitor the patent landscape before exhibiting its product on the market”.
However, the Court did not consider OERLIKON’s submissions regarding their alleged reputational damage to be sufficient to establish reputational image to their image because they relied on statements of a general nature and the information provided merely indicated that BHAGAT was present at the ITMA explaining the functioning of the attacked embodiment, but did “not provide information in relation to reputational harm suffered”.
Costs
Regarding BHAGAT’s arguments on costs, the Court of Appeal found that OERLIKON did not have to send a warning letter to BHAGAT (cf. CoA 2/2024, Meril v Edwards, 4 October 2024, para 15) before filing their application to preserve evidence due to “the urgency and the limited time – seven days – of the ITMA trade fair”, and that BHAGAT’s own reluctant behavior after the search for evidence at the ITMA disputed their argument that proceedings would have been avoided had OERLIKON made any attempts to seek an amicable solution prior to initiating Court proceedings.
Take aways:
The Court of Appeal correctly points out that the occurrence and scope of reputational damages (moral prejudice) pursuant to Art. 68(3) UPCA, as any other type of damages, must be substantiated by the Claimant in detail. From a practical point of view, however, it is difficult to show that a patentee’s image has suffered harm from a patent infringement and attribute a specific value to this reputational damage. Regarding costs, the Court of Appeal confirms that a warning letter can be dispensable in particularly urgent cases, e.g. in the context of a trade fair.
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