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ARTICLE 6 OF THE ENFORCEMENT DIRECTIVE

1. Is Article 6 of the Enforcement Directive implemented?
	Austria
	Not entirely clear. The Austrian legislator in the (non-binding) introductory remarks to an amendment to the Patent Act takes the view that the Enforcement Directive does not require amendments of Austrian law. However, it is not evident that this view is correct. At any rate there are substantial doubts that Austrian law and the Enforcement Directive are congruent.

	Belgium
	Yes: article 871, 877 Civil Procedure Code allow the judge to order a party to disclose evidence it possesses (article 877 can also apply to third parties); article 19, 2nd alinea Civil Procedure Code allows the judge to order preliminary measures to investigate the case; possibility for the court to appoint an expert to examine facts and provide advice.

	France
	Article 6 of the Directive has not been implemented in France since equivalent measures already existed for the compulsory production of evidence, namely:

· article 145 of the French code of civil procedure for a request before any proceeding,

· article 11 of the French code of civil procedure for a request filed in the course of proceeding on the merits, evidence being possibly requested from the other party (article 142 of the French code of civil procedure) or from third parties (articles 138 and 139 of said French code of civil procedure).

	Germany
	Yes: § 140c Patent Act, cf. also: §§ 142, 144 Civil Procedure Code 

	Hungary
	Yes, implemented in Art. 104 (9) of Act XXXIII of 1995 on the Protection of Inventions by Patents.

	Spain
	Yes, implemented by Law 29/ 2006, dated June 5, 2006.

	Sweden
	The already existing provisions of the Swedish Code of Judicial Procedure (the “Code”) concerning the right to production of documents and objects for purpose of bringing evidence at trial were considered to provide the means required by the Directive (Chapter 38, Section 2 and Chapter 39, Sections 1 and 5 of the Code).

	Switzerland
	The question of implementation of the Enforcement Directive does not formally apply to Switzerland, because Switzerland does not belong to the EU nor to the EEA.  On the other hand, Switzerland adheres to the TRIPs agreement containing in its Art. 43 (1) an almost identical provision as Art. 6 (1) Enforcement Directive.  In any event, the revised Swiss Patent Act, entering into force January 2012, will contain a new wording of its Art. 77 having similar effect as Art. 6 (1) of the Directive. 

Details regarding gathering evidence as such (apart from any need to preserve it):

In Switzerland the question systematically belongs to preliminary measures (Arts. 261 et seq. Civil Procedure Code and Art. 77 Patent Act).

The wording of the new Art. 77 Patent Act permits that a description of processes or products and the taking of samples of products be ordered, i.e. without regard whether proof might be at risk at a later stage

On the other hand, an order to produce banking, financial and commercial documents will not be possible on the same basis; it will require establishing that such documents will not be available any more at a later time (Art.158 Civil Procedure Code). 

Since the applicable laws are very recent (1.1.2011) or not even in force (2012) there cannot yet exist any case law.

	United Kingdom
	The Enforcement Directive was implemented in the UK by the Intellectual Property (Enforcement) Regulations 2006, which came into force on 29 April 2006.  However, the UK government considered that no changes were required to existing UK legislation to implement Article 6 of the Enforcement Directive. 


2. What is the effect of the Enforcement Directive in regard to Article 6?

	Austria
	Depending on the outcome of the discussion which has to follow pursuant to the question 1 above it may be the case that (i) the Enforcement Directive has no effect, (ii) Austria law may be interpreted in line with the Enforcement Directive or (iii) parts of the Enforcement Directive shall need to be implemented. 

	Belgium
	The existing general rules on evidence have not been changed, but should be interpreted in line with the Enforcement Directive.

	France
	In practice, the compulsory production of evidence is rarely ordered by French courts in patent cases because a saisie-contrefaçon (search and seizure) is performed in most of the cases, which allows the collection of evidence of the infringement.

	Germany
	Codification of case law established in particular by the Duesseldorf patent courts

	Hungary
	As the provision partly was already existing with respect to the TRIPS agreement, there was no extra implementation necessary with respect to the Enforcement Directive. Otherwise the Enforcement Directive implementations entered into force on April15, 2006.

	Spain
	The possibility to request for the presentation by the opposing party of specified evidence lying in the control of the opposing party was already existing under Spanish Law although it was described in general and broad terms (article 256 and 328 of the Spanish Procedural Law, hereinafter, “SPL“). The Enforcement Directive has resulted in the enactment of Law 19/2006 that has specified and concreted the evidence that can be requested to be presented by the opposing party in intellectual property cases, in particular, the provisions of the second paragraph of Article 6 (communication of banking, financial or commercial documents).

	Sweden
	See above, no new legislation was considered necessary. 

	Switzerland
	Not formally applicable. See item above: The revised Swiss Patent Act, entering into force January 2012, will contain a new wording of Art. 77 having similar effect as Art. 6 (1) of the Directive.

	United Kingdom
	None.


3. What is the nature of the order?

	Austria
	Submission of documents or objects by the opponent.

	Belgium
	Intermediate Court order. 

	France
	When the request is made before any proceeding on the merits (article 145 of the French code of civil procedure), it is decided by the presiding judge of the tribunaux de grande instance (French courts of first instance). The order issued by the presiding judge is subject to appeal.

When the request is made in the course of proceeding on the merits (article 11 of the French code of civil procedure), it is decided by the judge managing the case, whose order is not subject to appeal independently from the judgment on the merits.

	Germany
	Substantive law claim for inspection of presumably infringing objects or methods; besides: procedural order to present related documents or objects and/or to allow examination by a court expert possible;

	Hungary
	Specific court order that may not be separately appealed only in the appeal filed against the decision on the merits (judgment on infringement).

	Spain
	The SPL, as amended after the implementation of the Enforcement Directive, entitles the Plaintiff to request the competent judge for presentation of evidence both as a preliminary request before the filing of the main claim (“diligencia preliminar“ ex art. 256 SPL) and as a regular means of evidence during the proceeding on the merits (“exhibición documental“ ex art. 328 SPL). However, in this latter case, the request must be limited to documents, not to other means of evidence. 

If accepted, the competent judge will issue an order to the opposing party (or even the person identified in article 8 of the Enforcement Directive) to abide by this obligation and to present the specified evidence lying in his/her control. 

	Sweden
	Court order to the effect that certain documents or objects shall be made available to the court or requesting party.

	Switzerland
	Court order (order by a single judge of the Federal Patent Court). Appeal against court order possible only under special conditions (irreparable harm).

	United Kingdom
	Part 31 of the Civil Procedure Rules permits parties to obtain disclosure of “documents” relevant to the proceedings that are in the custody or control of another party.  Disclosure is the process of stating that a document exists or has existed (Rule 31.2) and a party to whom a document has been disclosed has a right to inspect that document, unless specific exclusions apply (e.g. the document is no longer in the control of the party who disclosed it; or the document is privileged) (Rule 31.3).  


4. Is it possible to enforce the order?

	Austria
	It is not enforceable by the court, but the neglecting a court order is not without consequences. The consideration of evidence at the discretion of the court allows the court to evaluate this and to decide which party seems more credible. Incidentally, article 43 Para 2 TRIPS implies the same sanctions as the Austrian Code of Civil Procedure (sec. 307 Para 2 CCP). Pursuant to sec. 304 CCP the submission of the document cannot be refused in following situations:

· the opponent itself referred it as an evidence

· the opponent is obliged by law to submit the evidence

· the document is a joint one which means that the content concerns both parties.

	Belgium
	Yes, by means of a bailiff; penalties possible in case of non compliance if foreseen in the order.

	France
	Together with the compulsory production of documents, a penalty is ordered which applies if the documents are not produced within a given period.

In addition, the court, in the proceeding on the merits, will draw consequences from the abstention or refusal to produce the requested documents.

	Germany
	Yes, by means of a court bailiff; seizure possible;

	Hungary
	No, however, the court may impose a fine on the non-complying party.

	Spain
	SPL sets forth that if the opposing party does not abide by the Order, the judge may enforce it. As an example, if the requested information was accounting information, the documents filed by the Plaintiff could be considered as true and if the request was referred to an asset or object, or even documents or titles, the Judge will be able to have access to the place where they are located and request its deposit in the Court room after having been presented to the Plaintiff.

	Sweden
	Yes, either by being coupled with a penalty of a fine payable in case of non-compliance or directly by the Swedish Enforcement Authority

	Switzerland
	Yes: Penal sanction (fine), fine for every day of non-compliance to the order, seizure of documents or products.

	United Kingdom
	The measures can be enforced pursuant to the general rules on court orders. 


5. What is the required threshold (reasonably available evidence?)

	Austria
	The applicant has to attach to the motion a copy of the evidence in request or at least a description as precise as possible of it. Finally, the applicant has to make the court believe that the opponent possesses the evidence.

	Belgium
	The applicant has to convince the judge the defendant has the relevant evidence in its possession; 

	France
	The petitioner is not required by the law to provide any reasonable evidence to obtain the requested documents.

But the petitioner shall at least demonstrate the need for the requested documents and that these cannot be obtained otherwise than through the compulsory production.

	Germany
	Sufficient” likelihood of infringement; provision of reasonably available evidence; no further, easier, but reasonable means to obtain the necessary evidence available;

	Hungary
	Reasonably available evidence of infringement is required.

	Spain
	The SPL states that the Plaintiff will have to describe in detail the grounds of the claim that he is about to file for the Judge to determine if such preliminary measure is adequate and the Plaintiff has legitimate interest. In this regard, the law provides that reasonable available evidence must be provided and that said evidence may consist on samples of the infringing items.

	Sweden
	The relevant provisions of the Code do not state any level of proof in respect of the issue of infringement. However, how well founded the claim of infringement is can affect the court’s balancing of the parties’ interests when deciding on whether to grant the request or not. In any event the plaintiff must show the relevance of the requested documentation or objects as evidence in the proceedings. 

	Switzerland
	The petitioner must create a certain level of probability that the counterparty at least threatens to commit a patent infringing act. Details of court practice not known yet (only implemented starting January 2012).

	United Kingdom
	The usual order is for “standard disclosure”.  Standard disclosure will extend to any documents upon which the applicant relies, which adversely affect his or another party’s case, or which support his case (Rule 31.6).  A party is required to make a reasonable search for such documents (Rule 31.7).  

It is also possible to apply for an order for “specific disclosure” – i.e. disclosure of specific documents or classes of documents (Rule 31.12). It is necessary to establish a prima facie case that the documents are relevant and that they are in the party’s control.  


6. Are there other requirements to pay attention?

	Austria
	As already mentioned (see question 1 or 2)

	Belgium
	The procedure to obtain a specific document from a party or a third person (article 877 Judicial Procedure Code) is bound to formal steps.

	France
	The requested documents must be clearly identified (no general or unspecified request is admitted).

	Germany
	Proportionality of measure; need to clearly specify the document/object to be provided/inspected;

	Hungary
	The wording of the law allows this order only in a patent infringement lawsuit. There is no court practice whether it would be allowed in preliminary injunction proceedings.

	Spain
	The SPL already stated the need to offer a bond to cover potential damages to the defendant that may arise from the request if it is filed as a preliminary measure. If the request for evidence is placed as an ordinary means of evidence within the main proceedings (again, request that must be limited to documents) there is no bond requested.  

	Sweden
	The request must be made within the context of a pending litigation, but can be directed against third parties (not being party to the litigation). 

	Switzerland
	The order may be granted also in pre-trial preliminary injunction proceedings.

	United Kingdom
	A party may also inspect a document mentioned in a statement of case, a witness statement, a witness summary or an affidavit (Rule 31.14).  In some circumstances it is possible to obtain an order for disclosure before proceedings start (Rule 31.16), although this is rare in patent actions.  In some circumstances it is possible to obtain an order for disclosure of documents from persons that are not parties to the proceedings (Rule 31.17). 


7. What kind of evidence can be subject of such an order?

	Austria
	documents and objects (e.g. infringing products)

	Belgium
	The specific procedure to obtain documents in art. 877 Civil Procedure Code may not extend to all kinds of objects, but the more general rule in article 871 Civil Procedure Code can include all elements falling within the scope of article 6 Enforcement Directive.

	France
	Compulsory production of evidence is not limited to specific documents.

As for patents, the compulsory production of evidence can relate to the allegedly infringing product or process (drawings, specifications, commercial, administrative, regulatory or accounting documents).

	Germany
	Presumably infringing object like the product, machine or system; presumably infringing method; related documents like manuals, technical drawings; inspection by court expert delivering a written expert report possibly including photographs and/or movies;

	Hungary
	Documents and other physical evidence in the subject’s possession as well as bank, financial or commercial information and documents shall be presented.

	Spain
	The SPL entitles the Plaintiff to request for a large kind of evidence. There are certain specific documents identified for particular matters, but in general it is possible to request for the exhibition of the object or asset to which the case is referred, as well as those documents that are relevant for the process. In IP cases, the implementation of the Enforcement Directive has resulted in an inclusion (in art. 256 of the SPL) of the specific evidence identified in paragraph 2 of Article 6 (i.e. banking, financial or commercial documents).

	Sweden
	Documents (Chapter 38, Section 2), objects (Chapter 39, Sections 1 and 5) and also the possibility to hear individuals in order to enable the plaintiff to identify documents and/or objects in the possession of the respondent that are of relevance (Chapter 38, Section 4) 

	Switzerland
	Technical documents, above all technical drawings, if necessary samples of products (only small quantity).

	United Kingdom
	The disclosure obligations relate to “documents”, which are defined as “anything in which information of any description is recorded”.  This includes, for example, tapes, computer records and e-mails, as well as paper. This definition also extends to material which is not readily accessible: e.g. electronic documents stored on servers and back-up systems, electronic documents which have been deleted, and metadata. 


8. How is the protection of confidential information secured?

	Austria
	Pursuant to sec. 305 CCP it is possible to refuse the submission of evidence in following matters:

· when the evidence contains affaires of the family life;
· when the opponent violates through the submission of the evidence duties of honour;
· when the publication of the content of the evidence endangers the party itself or third persons of damages or criminal prosecution;
· when the party violates through the submission of the evidence a business secrecy, an art secrecy or a national approved obligation of secrecy from which the party is not released or 
· when other same important reasons are presented which justify the refusal of the submission
In addition, it is possible to ban the audience from the oral hearing at request of a party for the same reasons as mentioned above (sec. 172 Para 2 CCP)

Moreover, third parties who are not involved in the case are not allowed to inspect the files.

	Belgium
	There is no specific rule in the law (except for the saisie contrefaçon), so this can be a delicate point. The judge has the authority to specify measures protecting confidential information as long as he makes a correct balance with the rule that both parties should have access to the relevant evidence if it is used in the trial (cf. Constitutional Court 17 September 2007).

	France
	A third party who is requested to produce evidence can oppose thereto by invoking a legitimate impediment (article 11 and 141 of the French code of civil procedure). Such impediment can be confidentiality.

Although this exception is not provided for documents requested from a party in a proceeding, the order can deal with confidentiality, by restricting access thereto (to the counsels and a limited number of individuals within the parties, for example).

	Germany
	Inspection can be ordered and conducted ex parte; but before release of the expert report to applicant, a hearing of opponent regarding confidential information usually takes place: inspection of documents/objects by court expert (as opposed to applicant) accompanied by applicant’s attorneys while court expert and applicant’s attorneys are under the judicial obligation of confidentiality vis-à-vis the applicant; hearing of opponent and examination of expert report by court prior to delivery of expert report to applicant; blackening of confidential parts of expert report; shortening of grounds of judgement; exclusion of members of public in the oral hearing (closed hearing);

	Hungary
	By the general provisions of the Code of Civil Procedure. According to Art 119 of the Code of Civil Procedure, there are specific rules for the restricted possibility if inspecting and copying documents containing confidential information. According to Article 5 of the Code of Civil Procedure, audience may be banned from the oral hearing if it is necessary due to confidential information.

	Spain
	The evidence will only be used within the corresponding proceedings, with a prohibition to be divulgated to third parties and the proceedings can be considered by the judge as secret to protect the confidentiality of such evidence (ex arts. 259 and 328.3 of the SPL).

	Sweden
	In case the requested documents or objects contain trade secrets the plaintiff must show extraordinary reasons for grant of the request. Certain documents e.g. communications between the respondent and the respondents attorney at law or patent attorney is exempt from production. 

	Switzerland
	Court may ask a technical expert to draw up a report on the findings and to disclose it only to court.

	United Kingdom
	Documents are not protected from disclosure/inspection solely by reason of their being confidential, but there are steps that can be taken to protect confidential information:

· If disclosable documents contain irrelevant confidential information, such irrelevant information can be redacted before the documents are inspected. 

· A party can designate a document as confidential and seek to limit the inspection of the document to a defined group of people, all of whom have provided confidentiality undertakings.  The court will resolve disputes as to such confidentiality designations.


ARTICLE 7 OF THE ENFORCEMENT DIRECTIVE

1.  Is Article 7 of the Enforcement Directive implemented?

	Austria
	See Article 6, question 1

	Belgium
	Counterfeit Seizure: article 1369bis Judicial Procedure Code.

	France
	EC Directive No. 2004/48 of 28 April 2004 was implemented in France by Act No. 2007-1455 of 29 October 2007. However, Article 7 of the Directive did not need to be implemented as Article L.615-5 of the French intellectual property code, which existed before the Directive, already provided for the saisie-contrefaçon (search and seizure) to evidence the infringement.

	Germany
	Yes: cf. § 140c Para 3 Patent Act

	Hungary
	Yes, implemented in Art 104 of Act XXXIII of 1995 on the Protection of Inventions by Patents (Hungarian Patent Act).

	Spain
	Yes. Arts. 297 and 298 SPL.

	Sweden
	The provisions on infringement investigation in the Swedish Patents Act (Chapter 9, Sections 59 a through 59 h) were considered to provide the means required by the Directive following a minor amendment.

	Switzerland
	The question of implementation of the Enforcement Directive does not formally apply to Switzerland, because Switzerland does not belong to the EU nor to the EEA.  On the other hand, Switzerland adheres to the TRIPs agreement containing in its Art. 50 (1)(b) a similar provision as Art. 7 Enforcement Directive.  In any event, the Swiss Civil Procedure Code in its Arts. 261 et seqq. and the revised Swiss Patent Act, entering into force from 2012, contain provisions having similar effect as Art. 7 of the Directive. 

Details regarding preserving evidence:

In Switzerland the question systematically belongs to preliminary measures (Arts. 261 et seqq. Civil Procedure Code and Art. 77 Patent Act).

The wordings of the new Art. 77 Patent Act (insofar as preserving measures are concerned) as well as of the existing Art. 261 of the Federal Civil Procedure Code require a danger that it might not be possible to administer proof at a later time.

This applies also to orders for producing banking, financial and commercial documents. 

Since the mentioned laws are very recent (1.1.2011) or not even in force (2012) there cannot yet exist any case law.

	United Kingdom
	The Enforcement Directive was implemented in the UK by the Intellectual Property (Enforcement) Regulations 2006, which came into force on 29 April 2006.  However, the UK government considered that no changes were required to existing UK legislation to implement Article 7 of the Enforcement Directive.


2. What is the effect of the Enforcement Directive in regard to Article 7?

	Austria
	Although the case law approved that injunctions can be issued for preservation of evidence, this jurisdiction was not undisputed. Therefore, sec. 87c Copyright Act and sec. 151b Patent Act (both identical) were introduced, to secure this jurisdiction.

	Belgium
	Amendment of the rules on Counterfeit Seizure (Act of 10 May 2007)

	France
	Act No. 2007-1455 of October 2007 implementing EC Directive No. 2004/48 of 28 April 2004 became enforceable after publication of Decree No. 2008-624 of 27 June 2008, which changed limited aspects of the saisie-contrefaçon. (e.g. the deadline to file a writ of summons after a saisie-contrefaçon).

	Germany
	Codification of case law established in particular by the Duesseldorf patent courts

	Hungary
	Implementing provisions entered into force on April 15, 2006, thus providing special provisions for patent law enforcement. Before that date the general rules defined in the Code of Civil Procedures were applied. Art 104 of the Hungarian Patent Act enables measures for preserving evidence before a lawsuit is initiated.

	Spain
	The possibility to request conservatory measures was already contemplated in art.297 SPL. The Directive has caused to provide for specific measures on intellectual property infringements and a more detailed regulation of the proceedings.

	Sweden
	See above, the amendment made involved a clarification of the scope of the rules so that it was expressly stated that an infringement investigation also can be carried out in relation to a party who has only aided or abetted in the infringement. 

	Switzerland
	Not formally applicable; see item above.

	United Kingdom
	None.


3. What is the nature of the provisional measures?

	Austria
	Securing of evidences, injunctive reliefs, removal obligations and financial claims

	Belgium
	Ex parte court order allowing a court appointed expert assisted by a bailiff to search, examine and describe objects, elements, documents or processes which can establish the patent infringement, its origin, its destination and its scope.  Also possibility to obtain provisional conservatory measures (article 9.4 Enforcement Directive).

	France
	A court order is obtained by the petitioner ex parte. The seized party can challenge such court order by filing a petition before the judge who issued the order to have it amended or withdrawn.

	Germany
	Preliminary injunction in order to rapidly (and if appropriate: ex parte) enforce substantive law claim for inspection of presumably infringing objects or methods; besides: procedural order to present related objects or documents and/or to allow examination by a court expert possible;

	Hungary
	The provisional measures are used to secure the evidence required for the proper adjudication of the patent infringement, even before court proceedings are initiated.

	Spain
	SPL allows a party, prior to bringing a complaint or during the proceedings, to request from the court the adoption of  measures to prevent that an item or a situation in which evidence has to be carried out is destroyed, lost or in general to prevent that the evidence may not be administered at a later stage. 

In particular, for intellectual property infringements, the applicant must present evidence reasonably available of the violation. And the measures may include for example description, with or without taking of samples, or seizure of the items under discussion as well as of the materials and instruments used for their manufacturing or distribution and the documents related therewith

	Sweden
	Court order mandating a search of the respondents premises for the purpose of preserving evidence relating to the alleged infringement which involves copying of documents, photographing of objects etc., that can be assumed to be of importance for the investigation of such infringement. 

	Switzerland
	Court order (order by a single judge of the Federal Patent Court). Appeal against court order possible only for grave faults of the decision (arbitrary motivation or obviously incorrect establishment of facts).

	United Kingdom
	Part 25 of the Civil Procedure Rules permits the court to make various orders for the preservation of evidence and property, including, for example, search orders (formerly known as “Anton Pillar” orders).  A search order is a form of mandatory interim injunction, which requires a defendant to allow the claimant's representatives to enter his premises and search for, copy, remove and detain documents, information or material.


4. Is it possible to enforce the provisional measures?

	Austria
	Yes, pursuant to sec. 387 Execution Act the court which has decided about the injunction enforces the injunction.

	Belgium
	Yes, as soon as the president of the court has delivered the (ex parte) order.

	France
	Once ordered, a saisie-contrefaçon is performed by a bailiff who can be accompanied by a police officer.

If the seized party refuses to provide the information requested by the bailiff, the court will draw consequences therefrom in the proceeding on the merits.

	Germany
	Yes: even ex parte preliminary inspection order can be immediately enforced by means of inspection by a court expert and seizure by a court bailiff;

	Hungary
	Yes, provisional measures can theoretically be enforced. However, in fact, such measures have never been allowed in patent cases yet.

	Spain
	The measures can be enforced pursuant to general rules on court orders, including penal sanctions.

	Sweden
	Yes, by the Swedish Enforcement Authority

	Switzerland
	Yes: Penal sanction (fine), fine for every day of non-compliance to the order, seizure of documents or products.

	United Kingdom
	The measures can be enforced pursuant to the general rules on court orders. A person who disobeys a search order may be dealt with by contempt proceedings.


5. Is an ex parte decision possible?

	Austria
	The hearing of the opponent should be the rule, only the risk of irreversible damage or of the destruction of evidence due to the time lag caused by the hearing justifies a decision without hearing the opponent.

	Belgium
	Yes, inspection can take place by surprise.  Thereafter the seized person can oppose the order or the measures.

	France
	A saisie-contrefaçon is always ordered ex parte to ensure that the seized party does not hide or destroy relevant information.

	Germany
	Yes: cf. § 140c para. 3 s. 3 Patent Act;

	Hungary
	Yes, but only in cases of extreme urgency. In IP cases, when delay may cause irreparable harm, it automatically qualifies as extreme urgency; in practice ex parte procedure has never been allowed yet, thus there is no standard on what may be considered extreme urgency.

	Spain
	As a general rule, the adoption of those measures requires hearing the other party. Only exceptionally may be adopted ex parte (the other party will be able to oppose it once adopted), when there is a proven risk that evidence may be destroyed or that it may be impossible to administer the evidence at a later stage.

	Sweden
	Yes

	Switzerland
	Yes – this seems adequate in view of any danger that the person in possession of the evidence might dispose of it or destroy it

	United Kingdom
	Yes – the court may grant an interim remedy on an application made without notice if it appears that there are good reasons for dispensing with notice (Rule 25.3).  “Good reason” may include where delay is likely to cause irreparable harm or there is a demonstrable risk of evidence being destroyed.  It is usual for search orders to be applied for on a without notice basis.


6. What is the required threshold (reasonably available evidence? Prima facie?)

	Austria
	Prima facie evidence is sufficient.

	France
	The petitioner only has to demonstrate that the patent is in force (by exhibiting an official copy of the patent, a receipt of the payment of the last annual fee), and that he is the current patent-holder or the exclusive licensee (by exhibiting an extract of the patent register).

	Belgium
	Prima facie validity of the patent; “indications” that there is an infringement or a threat of an infringement; 

	Germany
	“Sufficient” likelihood of infringement; provision of reasonably available evidence; no further, easier, but reasonable means to obtain the desired evidence;

	Hungary
	The fact of infringement has to be rendered probable by the requesting party. Preservation of evidence by prior obtaining of evidence only applies for evidence within the sphere of influence of the suspected infringer.

	Spain
	The applicant is required to provide evidence reasonably available of the violation (prima facie evidence)

	Sweden
	The statutory threshold is that it can reasonably be assumed that someone has committed or aided or abetted in an infringement in order for an order to be issued.

	Switzerland
	The petitioner must create a certain level of probability that the counterparty at least threatens to commit a patent infringing act and the danger that evidence might not anymore be at hand later.

	United Kingdom
	The claimant must establish that there is "an extremely strong prima facie case".


7. Are there other requirements to pay attention (urgency, risk of destruction of evidence)?

	Austria
	(i) The claim has to be supported by prima facie evidence, but there is no need to prove urgency or a risk of destruction of evidence. 

(ii)There is a trend in Austria that courts order higher amounts for security deposits, which have to be paid by the plaintiff for potential damages of the defendant caused by the granted preliminary injunction,. The amount depends on damages the defendant may suffer through the preliminary injunction. The discretion in regard to the security deposit is differently judged case by case.

	Belgium
	No urgency requirement; higher threshold for conservatory measures (article 1369bis /1, §4 and 5 Judicial Procedure Code); election of domicile in Belgium; possible obligation to secure a warranty; to use the expert report as evidence infringement proceedings on the merits must be filed within the term set by the court.

	France
	There are no other requirements in addition to those mentioned above (see reply to question 6).

	Germany
	Proportionality of measure; clear specification of document/object to be provided/inspected; urgency: weighing of interests in the individual case, in particular: timing of applicant (diverging case law of various patent infringement courts); risk of evidence being destroyed (usually assumed); validity of patent (usually assumed);

	Hungary
	For the ordering of provisional measures the patentee has to prove the fact or danger of patent infringement likely to a reasonable extent. Then again, no such case has been ordered yet, therefore there is no court practice on the likelihood to be proved.

	Spain
	The applicant is required to provide evidence reasonably available of the violation (prima facie evidence)

	Sweden
	An order for an infringement investigation may be issued only where the applicant provides security for the damage that may be caused to the respondent by such measure. 

The reasons in favor of the investigation must outweigh the inconvenience or other harm that said measure will cause to the party subject to the investigation or any other opposite interest.

	Switzerland
	See item above.

	United Kingdom
	The claimant must also establish that the defendant's actions have resulted in very serious potential or actual damage to the claimant's interests; and that the "incriminating documents or things" are in the defendant's possession and there is a "real possibility" that the defendant may destroy or dispose of the material before an application can be made on notice.  Furthermore, there is an obligation on any applicant of a without notice application to give “full and frank disclosure” to the court when making the application.


8. What kind of evidence can be subject of such a provisional measure?

	Austria
	Usually documents, testimony by witnesses, expert opinions and infringing objects are the kind of evidence which can be subject of provisional measures.

	Belgium
	Infringing objects, samples, processes (methods), documents, drawings, accountancy documents, computer records and files, etc…

	France
	Usually, the petitioner is authorized to have a bailiff enter the premises mentioned in the order, describe the allegedly infringing product or process, copy any document regarding the allegedly infringing product or process (drawings, specifications, commercial, administrative or regulatory documents), describe the extent of the infringement and seize for this purpose accounting documents, seize samples of the product or means to manufacture it.

	Germany
	Presumably infringing object like the product, machine or system; presumably infringing method; related documents like manuals, technical drawings; inspection by court expert delivering a written expert report possibly including photographs and/or movies;

	Hungary
	In case of prior obtaining of evidence the defendant theoretically has to present the documents and other exhibits in his possession and to make inspection possible; moreover he has to communicate or present his banking, financial or commercial documents according to law. There is no court practice in such cases.

	Spain
	Any kind of evidence. In particular for infringement of intellectual property rights it is contemplated the description, with or without taking of samples, or seizure of the items under discussion as well as of the materials and instruments used for their manufacturing or distribution and the documents related therewith.

	Sweden
	Objects or documents can be inspected and recorder. The Enforcement Authority may retain an expert to assist and the party requesting the investigation may also be allowed to be present during the investigation.

	Switzerland
	Any kind of evidence (mainly documents, above all technical drawings, samples – but only small quantity).

	United Kingdom
	A search order may include documents, computer records and files and other relevant items (e.g. samples).


9. How is the protection of confidential information secured?
	Austria
	See Article 6, question 8 

	Belgium
	The expert is a neutral person acting under authority oft he President of the Court: he can select the relevant documents or take measures to protect the seized person’s interests as long as he is able to describe the relevant elements (article 1369bis/6 and 7 Judicial Procedure Code); parties and their representants are only allowed to be present to answer the expert’s questions if the court explicitely allows this; possibility for the defendant to oppose the measures or tho bring incidents before the judge; only the use of the expert report in (timely filed) infringement proceedings on the merits is allowed.

	France
	When confidential information is seized, the defendant may ask the bailiff not to describe it in his report and to place the document in a sealed envelope. The envelope is not given to the petitioner but kept by the bailiff until an expert is appointed by the court to sort out the seized documents : the petitioner is entitled to gain access to any information relevant to evidence the infringement, be it confidential or not.

	Germany
	Inspection of documents/objects by court expert (as opposed to applicant) accompanied by applicant’s attorneys while court expert and applicant’s attorneys are under the judicial obligation of confidentiality vis-à-vis the applicant; hearing of opponent and examination of expert report by court prior to delivery of expert report to applicant; blackening of confidential parts of expert report; shortening of grounds of judgement; exclusion of members of public in the oral hearing (closed hearing)

	Hungary
	By the general provisions of the Code on Civil Procedure. According to Art 119 of the Code of Civil Procedure, there are specific rules for the restricted possibility if inspecting and copying documents containing confidential information. According to Article 5 of the Code of Civil Procedure, audience may be banned from the oral hearing if it is necessary due to confidential information.

	Spain
	There are no specific provisions dealing with this issue. As with other evidence (see above for preliminary measures), it may be requested from the court that the information is kept confidential.

	Sweden
	An infringement investigation must not concern written documents which are protected by secrecy, professional secrecy or written communication between relatives. 

	Switzerland
	Court may ask a technical expert to draw up a report on the findings and to disclose it only to court

	United Kingdom
	The court will order provisions to protect confidential information if required, such as only permitting access by the applicant’s solicitors.  An independent solicitor is also required to be present in order to ensure that the search is carried out as ordered by the court, and the independent solicitor can seek to resolve disputes relating to confidentiality at the search (for example, he may only allow confidential information to be provided to the applicant’s solicitors until further order of the court).    


10. How is the validity assessed?

	Austria
	Usually the preliminary measures are granted because of the assumed validity in preliminary injunction proceedings except the IP right is invalid (e.g. lack of novelty, lack of inventive step). In this context it may be useful to add that in recent years the Supreme Court constantly has said that the registration of a patent is a prima facie evidence for its validity which only can be overcome by “counter-prima-facie-evidence” (“Gegenbescheinigung”) without qualifying this. Interestingly the Higher Regional Court of Vienna (serving as court of appeals in patent matters) is saying that the prima facie evidence only may be overcome in cases of “high probability” (“große wahrscheinlichkeit”) of the invalidity or in cases of “substantial concerns” (“erhebliche Bedenken”) against the validity. The Supreme Court did not expressly criticize any of those decisions.

	Belgium
	Prima facie: if patent has been granted and is in force for Belgium, generally validity is assumed; exceptions may apply if identical EP have been revoked in other countries.

	France
	Validity of the patent is assumed for the purpose of the saisie-contrefaçon.

The saisie-contrefaçon is carried out at the petitioner’s risks: if the patent is later found invalid, the petitioner will be liable for any damage suffered by the seized party due to this measure.

	Germany
	Validity of patent is generally assumed, in particular if it was confirmed in two-sided proceedings (e.g. opposition; nullity action); exceptions may apply;

	Hungary
	Validity of the patent is part of the requirements applicable for provisional measures (Art 156 of the Code of Civil Procedure) as the applicant’s situation deserving special legal protection is dependent on having a valid patent. However, during the proceedings, a counterclaim may be filed if the validity has been disputed before the competent authorities (the Hungarian Intellectual Property Office). As there have been no ex parte proceedings have been ordered, there is no practice regarding such circumstances.

	Spain
	The law requires the applicant to provide prima facie evidence of the violation, which includes the evidence of the right infringed. Validity of the right is not contemplated by the law as ground for opposition to the measures. However, in practice the issue may be raised by the opponent when heard, and although it may not be discarded that the court takes it into consideration in some case, a full assessment of the validity of the right is not contemplated at this stage. 

	Sweden
	The Swedish Courts considers all circumstances in the matter in its assessment of whether it can be reasonably assumed that an infringement has occurred, including any facts and arguments directed at the validity of the patent right in question. 

	Switzerland
	Theoretically the validity of the IP right forms part of the requirements of a preliminary measure (Art. 261 Sub-section 1, letter a Civil Procedure Code), namely of the violation of such right. But in practice it will normally not be possible to assess validity – particularly in ex parte proceedings.

	United Kingdom
	The obligation to establish “an extremely strong prima facie case” extends to the validity of the IP right. Furthermore, because of the obligation to provide “full and frank disclosure” on a without prejudice application, the applicant would need to disclose any validity issues to the court when making the application.


PAGE  

